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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 2-18-05: 6-18-05: . 
2a)n Tills action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for fomnai matters, prosecution as to the merits is 

closed In accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Ciaims 

4) 13 Claim(s) 1,2 and 4-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1,2 and 4-23 is/are rejected. 
?)□ Clalm(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received In this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1. Receipt is acknowledged of a preliminary amendment filed February 18, 
2005, two prior art information disclosure statements filed February 18, 2005 [one page] 
and June 17, 2005 [two pages] and a certified foreign priority papers filed February 18, 
2005 for this application which is a 371 of PCT/EP03/09218 filed August 20, 2003, 
which claims benefit to Germany 102 38 980.2 filed August 20, 2002 plus two other later 
filed applications. 

2. Claims 1 , 2 and 4-23 are now pending in this application. 
Claim 3 has been cancelled. 



3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 23 as recited for the claimed invention is inoperative and therefore lacks 
utility. The claimed invention is directed to non-statutory subject matter since the claim 
states the following "A process for producing. "comprises the use... prepared as set forth 
In claim 1."; which subject matter is totally outside the bounds of meeting the above 
conditions. 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

And 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 23 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention 
due to the language of the claim which does not further limit claim 1 . 

Claim 23 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention as the claim does not further the process for preparing claim 1 
and Applicant has mixed various subject matter since the claim does not recite any 
"process for producing human and animal food additions" 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
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of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language Is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). 

In the present instance, claim 15 recites the broad recitation "ketocarotenoid or 
diester of a Cio-24", and the claim also recites the expression "preferably C12-20" which is 
the narrower statement of the range/limitation. 

Applicant will be able to overcome this above rejection by canceling out the 
above expression "preferably C12-20" and add an additional claim, which is dependent 
upon claim 14 wherein monocarboxylic acid is Ci2-2o- 

6. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) The invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1,2 and 4-22 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Provisional application No 60/292,953 filed on May 24, 2001 [Kanner et al] which date is 
prior to the earliest effective filing date for this instant application. 

Kanner et al teaches the enzymatic hydrolysis of the claims drawn to the specific 
lipase or E.G. 3.1.1.3 class of enzymes for the cleavage of ketocarotenoid esters which 
includes the "l<eto carotenoid capsanthin as disclosed in paragraph [0168] as well as 
immobilized lipases as noted in Figures 7a-7c which reaction times, pH, range of 
enzyme cone and emulsifies are within the scope of the instantly claimed subject matter 
as well as the production of the deesterified ketocarotenoid drawn to capsanthin from 
red pepper which indicates a 89% deesterification as taught In Example 2, see Table 1 
which is drawn to the red-pepper that is deesterified with a lipase at the claimed pH 
range and within the claimed temperature range as well as within the claimed time 
range. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2 and 4-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Kanner et al, US 60/292,953 in view of the broad disclosure in accordance with the 

following: 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 



1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



If there are any differences with respect to the above limitations with respect to 
the time, concentration, ketocarotenoids species, emulsifier, solvents, range of the 
previous substances, pH, organic solvent, lipases, extraction or any other process 
condition, these limitations appear to be prima facie obvious in view of the disclosure of 
the reference absence a showing of unexpected or unobvious process conditions or 
results which Applicant is kindly requested to denote the specific showings or process 
condition that Is patentable over the art of record. 



8. No claim is allowed. 



9. The lengthy specification has not been checked to the extent necessary to 

detennine the presence of all possible minor errors. Applicant's cooperation Is 
requested in correcting any errors of which applicant may become aware in the 
specification. 



10. Any inquiry concerning this communication or earlier communications 

from the examiner should be directed to Examiner Lilling whose telephone number is 
571-272-0918 and Fax Number is 571-273-8300. or SPE Jon Weber whose telephone 
number is 571-272-0925. Examiner can be reached Monday-Friday from about 7:30 
A.M. to about 7:00 P.M. Any Inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone number is 
(703) 308-0196. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomnatlon for published 
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applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



H.J.Lilling: HJL 
(571)272-0918 
Art Unit 1657 
July 09, 2007 




Dr. HerBert J. Lilling 
Primary Examiner 
Group 1600 Art Unit 1657 



